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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 
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DETAILED ACTION 

This communication is in response to Applicant's amendment filed on February 
17, 2008. The rejections are as stated below. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1-6, 13-15 and 19-21 are rejected under 35 U.S.C. § 101 because the 
claimed invention is directed to non-statutory subject matter. 

35 USC 101 requires that in order to be patentable the invention must be a "new 
and useful process, machine, manufacture, or composition of matter, or any new and 
useful improvement thereof (emphasis added). 

Claims 1-6, 13-15 and 19-21 are rejected under 35 U.S.C. § 101 because; the 
claimed invention is directed to a non-statutory subject matter. Specifically the claimed 
invention as a whole does not accomplish a practical application. That is, it must 
produce a "useful, concrete and tangible result." See State Street, 149 F.3d at 1373, 47 
USPQ2d at 1601-02. Accordingly, a complete disclosure should contain some indication 
of the practical application for the claimed invention. The mere fact that the claim allows 
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bidders to place bids does not satisfy the requirement of 35 U.S.C. 1 01 . The claim may 
be interpreted in an alternative as involving no more than a manipulation of an abstract 
idea that performs mental steps and therefore non-statutory under 35 U.S.C. § 101 . The 
claimed invention as a whole must produce a "useful, concrete and tangible" result to 
have a practical application. The allowing steps are not considered to be positive 
limitation. 



Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 3 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 3 recites the limitation "the particular action" in line 1 . There is insufficient 
antecedent basis for this limitation in the claim. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 1-26 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Davis et al (US 6269361 ) in view of Canali et al (US 7272579). 

Re claims 1 , 7, 13 and 19: Davis teaches allowing plurality of bidders to each place 
bids for displaying an associated advertisement within a results page of a search based 
on a search string. 

Davis does not explicitly teach allowing a secondary bidder to selectively place a 
secondary bid to augment the primary bid of a primary bidder by a monetary amount; 
and storing the bids (abstract, col. 5, lines 35-52). 

However, Canali teaches the concepts of combining a first bid and a second bid of first 
vendor and a second vendor respectively and storing the second bid (col. 16, line 63 
through col. 17, lines 3; col. 18, lines 8-10). It would have been obvious to one of 
ordinary skill in the art at the time of the invention to modify Davis to allow combining 
bids as taught by Canali for the obvious reason of increasing the chances of being 
placed at a more advantageous spot in the search result list. 
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Re claims 2, 8, 14, 17, 20 and 23: Davis teaches wherein the primary bid is expressed 
as a price-per-action that the primary bidder is willing to pay for a particular action (fig. 
9). 

Re claims 3, 9, 15, 18, 21 and 24: Davis teaches wherein the particular action is 
selected from the group consisting of a cost-per-acquisition, a cost-per-lead, and a cost- 
per-click (fig. 9). 



Re claims 4, 1 1 and 26: Davis does not explicitly teach comprising allowing more than 
one secondary bidder to selectively place a secondary bid to augment the primary bid of 
the primary bidder. 

However, Canali teaches the concepts of combining a first bid and a second bid of first 
vendor and a second vendor respectively and storing the second bid (col. 16, line 63 
through col. 17, lines 3; col. 18, lines 8-10). It would have been obvious to one of 
ordinary skill in the art at the time of the invention to modify Davis to allow combining 
bids as taught by Canali for the obvious reason of increasing the chances of being 
placed at a more advantageous spot in the search result list. 

Re claims 5, 10, 16, 22 and 25: Davis teaches comprising determining an order in which 
the associated advertisement of each bidder is to be displayed on the results page. 
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Davis does not explicitly teach that the order is based on a combination of the primary 
bidder and each secondary bid associated therewith. 

However, Canali teaches the concepts of combining a first bid and a second bid of first 
vendor and a second vendor respectively and storing the second bid (col. 16, line 63 
through col. 17, lines 3; col. 18, lines 8-10). It would have been obvious to one of 
ordinary skill in the art at the time of the invention to modify Davis to allow combining 
bids as taught by Canali for the obvious reason of increasing the chances of being 
placed at a more advantageous spot in the search result list. 

Re claims 6 and 12: Davis and Canali do not explicitly teach wherein each secondary 
bid augments the primary bid only for a defined time period. However, official notice is 
hereby taken that the concept of specifying a time period for which a bid is submitted is 
old and well known. It would have been obvious to one of ordinary skill in the art at the 
time of the invention to modify the combination Davis and Canali to include this feature 
for the obvious advantage of providing flexibility to the bidders. 

Response to Arguments 

Applicant's arguments with respect to claims have been considered but are moot 
in view of the new ground(s) of rejection. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Hani Kazimi whose telephone number is (571) 272- 
6745. The examiner can normally be reached Monday-Friday from 8:30 AM to 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Alexander Kalinowski can be reached on (571) 272-6771 . The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Hani M. Kazimi/ 

Primary Examiner, Art Unit 3691 
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